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REMABKS 

Reconsideration of this application in Ugbl of the present remarks is respectfixUy 

requested. 

Claims 1-25 have been rejected. 

Claims 1-25 are priding in this application. 

Claims 1, (2?), 9-11, 18 and 25 have been rejected under 35 U.S.C. §103(a) as being 
anticipated by Jagadoesan (US 7,003,298) in view of Noguera-Rodriguez et al. (US 6,687,249, 
hereinafter "Rodriguez"). This rqection is respectfully traversed. 

AppUcant's invention provides a technique for switching a plurality of connections for 
one mobile unit from one multi-connection communication system to another communication 
system that only supports a single connection. This is accompUshed by placing all but one 
connection in the multi-connection system on hold while maintaining contact therewith, then 
switching the held connections between the one active handover connection in the second 
system, in accordance with various parameters of the present mvention. Further, the plurality of 
connections in the multi-connection system are maintained such that handing back from the 
single-connection systan to mvati-connection system is readily accomplished. 

Regarding the first eaement of claim 1. the Examiner admits tiiat Jagadeesan fails to 
disclose forwarding aU the connections directly fifom tiie first (multi-connection) communication 
system to the second (single-connection) conomunication system. In this case the Examiner has 
cited Rodriguez as describing forwarding a pluraUty of connections fiom a first communication 
system to a second communication system. 

Rodriguez describes the passing of conorol of network diversity legs from one controller 
' to a second controller. Applicant submits that this is completely different than fiirwarding a 
mvUtiple-connection call between two systems. Firstly. Rodriguez is only dealing with one 
system (network). Therefore, there is no fiarwarding between different communication systems. 
Secondly, only the control of network legs is forwarded. Thirdly, the leg connections 
themselves remain the same after control is forwarded. Therefore, the leg connections are not 

forwarded or transferred. 

Therefore, applicant respectfully submits tiiat neither Jagadeesan nor Rodriguez, in 
combination or alone, suggest or disclose forwarding a pluraUty of connections from a first 
communication system to a second communication system. 
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Regarding the second dement of claim 1, the Examiner recites that Jagadeesan describes 
entering a connection into a holding state. In particular, the Examiner appears to explain that in 
order to hando£f a call from one connection leg to another connection leg it is necessary to 
transmit the signal for the handoff on the same one connection leg as the call, and that this 
interrupts the call which is the same as placing the call on 'Tiold". and that this is obvious to one 
skilled in the art. Applicant respectfiilly counters that it is obvious to one skilled in the art that 
handoff signals utilize a different protocol layer than the actual call and that handoff signals do 
not interrupt a call, and that even if there were an intemiption (which is common in packet data 
signaling) tiiis can not be considered a "hold" condition as is known in the art. 

Moreover, to establish prima facie obvioxisness of a claimed invention, all the claim 
limitations must be taught or suggested by the prior art. In re Royka, 490 F.2d 981, 985 (CCPA 
1974). "All words in a claim must be considered in judging the patentability of that claim against 
the prior art." In re Wilson, 424 F.2d 1382, 1385 (CCPA 1970). In this case, for the reasons 
stated above, all the claim limitations are not taught or suggested by the prior ait. In particular, 
none of the cited art discloses or even suggest a caU that is placed on "hold". Thus, the 
Jagadeesan reference clearly Ms to render obvious die claims. 

In addition, a proposed modification or combination of prior art cannot be made if the 
prior art does not suggest the desirability of the claimed invention. In re Fine, 837 F.2d 1071, 5 
U.S.P.Q.2d 1596 (Fed. Cir. 1988). As mentioned above and in the AppUcanfs specification, it is 
a substantial benefit to use the claimed invention because it permits the handoff of a multiple 
connection caU to a system that only provides only one connection. Jagadeesan (see abstract), 
describes a handoff between two connections to a user in a communication system while keeping 
both connections active. This solution would not work for applicant's problem since applicant 
seeks to provide handoff to a user in a communication system that only has one connection. 
Therefore, two connections could not be maintained. As a result, Jagadeesan does not suggest 
the desirability of the claimed invention. 

AppUcants' specification specifically teaches how to use only one counection by using a 
"hoU" state on other connections, the hold state being responsive to various parameters. In this 
sense, a Taold" state is simply known in the art as placing a call on hold without hanging up on 
it The Examiner's explanation that it is commonly known that any type of inteuuption can be 
considered a "hold" is not acceptable. Moreover, deficiencies of the cited references 
(Jagadeesan) cannot be remedied by the conclusions about what is well known or what one 
skilled in the art could have done. In re Zurko. 258 F.3d 1379, 1385-1386 (Fed. Cir. 2001) 
(Assessment of basic knowledge and common sense in the art must be based on evidence in the 
record and cannot be based on unsupported assessment of the prior art). In this case, no art has 
been presented that describes "holding" a calL 
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Jagadeesan discloses a technique to handover a call from one communication mode to 
another communication mode while Iceeping both connections active. Jagadeesan does not 
suggest or disclose the placing of all but one of the plurality of connections on hold while 
handing over the one active connection. Jagadeesan does not disclose placing a connection on 
hold at all. Jagadeesan specifically describes keeping both the connections actively transmitting 
data or dropping one of ihe connections (abstract, col. 7 line 63 to col, 8 Une 15), which teaches 
away ftom appUcant's holding condition. Therefore, Jagadeesan could not have envisioned 
switching Ihe one handover connection between active and held connections, as recited in 
amended claim 1. Jagadeesan is missing at least the following elements of applicant's invention; 
a) aphirality of connections, b) forwarding the pluraHty of connections between systems, c) 
holding all but one of die connections, and d) switching the held connections one-at-a-time to the 
active handover connection. As a result, applicant respectfuUy submits that amended claim I is 
novel and non-obvious over Jagadeesan. 

The Examiner has admitted that Jagadeesan fails to disclose entering a connection into a 
holding state under direction of the second communication system. In this case the Examine has 
cited Rodriguez as describing placing a plurality of connections in a first communication system 
in a holding state under direction by a second communication system. 

Rodriguea: describes the passing of control of network diversity legs fiom one controller 
to a second controller. Applicants are willing to submit that the change in control is directed by 
ike second cMtroller. However. appUcant disagrees that Rodriguez teaches entering a pluraUty 
of connections into a holding state, under the direction of a second controller or not. Nowhere 
does Rodriguez desaibe or suggest placing connections on hold. 

Therefore, i^pUcant respectfully submits that neither Jagadeesan nor Rodriguez, in 
combination or alone, suggest or disclose the elements; a) forwarding a plurality of connections 
fiom a first communication system to a second communication system, b) placing at least one of 
these connections on hold, c) the command for placing the connection on hold comes fiom tiie 
second communication system, and d) switching tiie held connections one-at-a-time to tiie active 
handover connection. 

The Examiner suggests that the motivation for modiiying Jagadeesan with Bodriguez is 
to maintain control of user equipment when die user moves about with a single network. 
However, applicant does not see the relevance of this motivation, inasmuch as appUcant's 
invention applies to a mobUe user who moves between networks, where one network supports a 
multiple-connection call and anodic network only support a singje-connection call. 
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Regarding the third element of claim 1, applicant is willing to submit that Jagadeesan 
teaches foiming a handover connection to the subscriber unit through the second cellular 
cotmnunication system. 

Regarding the fourth element of claim 1, ^licant is willing to submit that Jagadeesan 
teaches banding over a second connection of said plurality of connections to the second cellular 
communicatioa system by associating the second connection with said handover connection. 

Regarding the fifth element of claim 1, applicant disagrees with the Examiner's assertion 
that Jagadeesan describes "means for entering said at least furst connection into an active state by 
switching tbe at least first connection with the handover connection while placing the previously 
active second connection on hold" using the view that this element is just die reverse of the 
second element. Inasmuch as applicant has put forth a comprehensive argument above of why 
Jagadeesan does not describe the second element, it foUows that Jagadeesan could not then 
describe the reverse thereof in diis fifth elancnt of claim 1. 

Therefore, applicant respectfully submits that claim 1 is patentable and non-obvious over 
ttie cited art and asks the Examine to withdraw diis rejection. 

Regarding claim 2. Rodriguez describes combining network diveisity legs into a single 
data stream. AppUoant submits that this is completely different than multiplexing. In 
multiplexing all the different data from each leg is submitted serially through one connection. In 
contrast and as known in the ait, in diversity, all of the legs fix>m each leg is the same, but only 
shifted in time, phase, fading, etc. Diversity is used to recover one signal by combining those 
from multiple sources with the hope that any signal comiption in one leg will not prevent 
recovery of the whole signal. Rodriguez uses diversity to combine different data legs carrying 
the same infomiation in parallel to retrieve the original signal. Mulriplex combining is not the 
same as diversity combining, and Rodriguez could not be used to provide the solution of claim 2. 

Regarding claims 9 and 10, although Jagadeesan (col. 7 lines 35-45) describes handoff 
signals between devices, as is well known in tbe art, applicant submits that this is a completely 
different concept from noticing a user of the subscriber unit with a message that one of iheir 
connections is on hold (see text on page 22 lines 27-32), Moreover, Jagadeesan does not 
describe apluiality of connections, and does not describe a 'liold" fimction (as detailed above), 
and therefore could not have envisioned notifying a user that one of a plurality of connections is 
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on hold. Moreover, the placing of a caU on hold can not be considered as a positive jiotification 
to users of a device that their call is on bold. 

Regarding claim 11, although Jagadeesau (col. 7 lines 25-30) deacribes voice 
communication, as is well knovm in the art, apphcant submits that this is a completely different 
concept &om notijying a user of the subscriber unit with a voice message that one of their 
connections is on hold (see text on page 22 lines 27-32). Moreover, Jagadeesan does not 
describe a plurality of connections, and does not describe a "hold" fimction (as detailed above), 
and theiefbre could not have envisioned noting a user that one of a plurality of coimections is 
on hold. Further, claim 11 is dependait upon claim 9, incoiporated by reference, as is therefore 
distinct for the same reasons. 

Regarding claim 1 8, claim is dependent upon claim 1, hereby incoiporated by reference, 
as is therefore distinct for the same reasons. 

Regarding Independent claim 25. claim 25 includes the same recitations as those of claun 
1, in apparatus fonn, as is therefiwe deemed novel as well for the same reasons. 

Moreover, claims 2, 9-11 and 18 are dependent on amended claim 1, and therefore 
mclude all of the recitations of claim 1, which are not disclosed or suggested by the references. 

Accordingly, applicant respectfiOly requests that the above rcgectian be withdrawn. 



Claims 3-8, 12-14 and 23 have been rqected under 35 U.S.C § 103(a) as being 
unpatentable over Jagadeesan in view of Rodriguez in view of Tellinger (US 6,792,273). This 
rejection is respectfully traversed. 

Regarding claim 6, deficiencies of the cited references cannot be remedied by die 
conclusions about what is well known or what one skilled in the art could have done. In re 
Zurko, 258 F.3d 1 379, 1385-1386 (Fed. Cir. 2001) (Assessment of basic knowledge and common 
sense in the art must be based on evidence in the record and cannot be based on unsupported 
assessment of the prior art). In this case, no art has been presented that describes "holdingT a 
call. Iterefore, one could not conclude the characterisdc parameters of claim 6 could be used to 
detennine which connection to "hold". 

Regarding claims 7 and 8. none of the cited art, in combination or alone, disclose placing 
one of a plurality of connections in hold, and therefore the cited art could not have envisioned the 
fiirther step of placing information fiom a held connection in memory. 
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Regarding claim 14, none of the cited art, in combination or alone, disclose controlling a 
handover of a plurality of connection in a firet system by a second system, and therefore, the 
cited art could not have envisioned the first system re-estabUshing a connection if the second 
system fails in a handover attempt. 

Regarding claim 23, none of the cited art, in combination or alone, disclose controlling a 
handover of a pluraUty of connection in a first system by a second system, and therefore, the 
cited art could not have envisioned the first system taking conorol of the connection in the second 
communication system following a handover. 

Moreover, claims 3-8, 12-U and 23 are dependent on amended claim 1, and therefore 
include all of the recitations of claim 1, which are not disclosed or suggested by the references. 

Accordingly, it is respectfiUly submitted that this rejection has been overcome. 



Claims 16, 17. 19-22 and 24 have been rejected under 35 U.S.C. §l03(a) as being 
unpatentable over Jagadeesan in view of Rodriguez in view of Paimar et al. QJS 6.725,039). 
This rejection is respectfully traversed. 

Claims 16, 17, 19-22 and 24 are dependent on amended claim 1, hereby incoipoiatedby 
reference, and are therefore deemed patentable and distinct from the cited art for the same 
reasons. 

Accordingly, it is respectfully submitted that this rejection has been overcome. 



Claim 15 has been rejected under 35 U.S.C. §103(a) as being unpatentable over 
Jagadeesan in view of Rodriguez in view of Beduigfield, Sr. et al. (US 5,850.606). Ibis 
rejection is respectfiilly traversed. 

Claim 1 5 is dependent on amended claim 1. hereby incorporated by reference, and is 
therefore deemed patentable and distinct firom the cited art for the same reasons. 

Accordingly, it is respcctfiiUy submitted that this rejection has been overcome. 

The other references of record have been reviewed and appUcant's invention is deemed 
patentably distinct and nonobvious over each taken alone or in combination. 

For the foregoing reasons, appUcants respectfully request that the above rejections be 
withdrawn. 
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Inasmuch as this amendment distinguishes aU of the appUcants' claims over the prior art 
references, for the many reasons indicated above, passing of this case is now beUeved to he in 
order. A Notice of Allowance is earnestly solicited. 

No amendment made was related to the statutory requirements of patentability unless 
expressly stated herein. No amendment made was for the purpose of narrowing the scope of any 
clahn, unless appUcant has argued herein that such amendment was made to distinguish over a 
particular reference or combination of references. 

Authorization is hereby given to charge any fees necessitated by actions taken herem to 

Deposit Account 50-2117. 

Respectfiilly submitted. 
Ban Al-Bakri 



Customer Number 22917 
Motorola, Inc. 
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Brian M. Mancini 
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